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KIMLIN, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 23-
29 and 31-34. Cdaim23 is illustrative:
23. A superconductor Josephson junction conpri sing:

-1-

45



Appeal No. 1995-5082
Application No. 07/803, 935

(a) a lanthanum al um nate substrate; and

(b) at | east one superconductor filmon the
| ant hanum al um nate substrate.

In the rejection of the appeal ed clains, the exam ner
does not rely upon prior art.

The present application is related to two ot her
applications presently before us on appeal, nanely, U S.
Application No. 08/433,818 (Appeal No. 1997-2063) and U. S.
Application No. 08/ 308,781 (Appeal No. 1997-0054). The
present application and the two related applications are all,
ultimately, continuations of parent Application No.

07/ 233,637, filed August 18, 1988, now U S. Patent No.
5, 523, 282.

Appeal ed clainms 23-27 and 31-34 stand rejected under
35 U S.C 8§ 112, first paragraph. Caim27 stands rejected
under 35 U.S.C. §8 101. |In addition, clains 23-29 and 31-34
stand rejected under 35 U . S.C. 8§ 101 as claimng the sane
invention as the clains in the parent application, U S.
Application No. 07/233,637 (U.S. Patent No. 5,523,282).

For the reasons set forth in our decision in the related

application, U S. Application No. 08/433,818 (Appeal No.
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1997-2063), which reasons we incorporate herein, we will not
sustain the examner's rejections under 35 U.S.C. 8§ 112, first
par agraph, nor the examner's rejection of claim 27 under

35 U.S.C § 101.
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Appel l ants do not contest the examiner's rejection of the
appeal ed clains under 35 U S.C. § 101, double patenting.
Appel l ants state at page 28 of the principal brief that they
"Wll file a termnal disclainmer at the appropriate tine, in
order to overcone the obviousness-type doubl e patenting
rejection.” However, the examner's rejection is under
35 U S.C. 8 101 and not under the judicially created doctrine
of obvi ousness-type doubl e patenting. Consequently, a
term nal disclainmer cannot obviate such a rejection under
35 U.S.C. 8 101. However, the exam ner's statenent at page 13
of the Answer that "the double patenting rejection is
mai ntained until the termnal disclainer is filed and
approved" |ends confusion as to the actual nature of the
examner's rejection. Accordingly, due to the uncertainty
regarding the basis for the double patenting rejection, this
application is remanded to the exam ner for the purpose of
resolving this issue.

The exam ner's rejections under 35 U S.C. § 112, first
paragraph, and 35 U.S.C. 8 101 (claim27) are reversed. The
application is remanded to the exam ner for the reasons stated

above.
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This application, by virtue of its "special" status,

requires i medi ate action. See the Manual of Patent Exam ning
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Procedure, 8 708.01(D) (7th ed., July 1998). It is inportant
that the Board of Patent Appeals and Interferences be inforned

pronptly of any action affecting the appeal in this case.

REVERSED AND REMANDED

CATHERI NE TI MM
Adm ni strative Patent Judge
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